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The U.S. International Trade Commission (“ITC” or “the 
Commission”) is an important venue for patentees. Cases are guar-
anteed a decision within sixteen months of the institution of the in-
vestigation and success provides injunctive relief without the need 
to satisfy the traditional equitable standard applicable in patent cases 
under EBay Inc. v. MercExchange, L.L.C.1 Moreover, the venue allows 
for multiple, unrelated defendants to be pursued in a single proceed-
ing. For these reasons and others, the number of investigations in the 
ITC under Section 337 of the Tariff Act of 1930 (“Section 337”)2 has 
trended upward over most of the past ten years.3

Section 337 proscribes a variety of acts associated with the impor-
tation of articles into the United States, including “[t]he importation 
into the United States, the sale for importation, or the sale within the 
United States after importation by the owner, importer, or consign-
ee, of articles that (i) infringe a valid and enforceable United States 
patent…; or (ii) are made, produced, processed, or mined under, 
or by means of, a process covered by the claims of a valid and en-
forceable United States patent.”4 The statute authorizes the Com-
mission to investigate alleged violations in a quasi-judicial proceed-
ing, which is conducted by an administrative law judge (“ALJ”) on 
the record after notice and opportunity for a hearing.5 Most of the 
issues and procedures with which counsel are familiar in a typical 
patent case, such as claim construction, infringement, and invalidity 
play their accustomed role in a proceeding for patent infringement 
in the ITC.

The remedies available to a successful patent holder in the ITC are, 
however, quite different and may, in some circumstances, be poten-
tially more compelling than those available in federal court. Damages 
are not available. Instead, if the Commission determines that a viola-
tion has occurred, it “shall direct that the articles concerned, import-
ed by any person violating the provision of this section, be excluded 
from entry into the United States” unless public interest concerns dic-
tate a contrary outcome (an exception only rarely invoked).6 Notably, 
an exclusion order may in certain circumstances reach beyond the 
particular respondents named in the complaint to exclude a class of 
products regardless of the source, an in rem remedy that can be quite 
effective (and subject to potential abuse).7 Moreover, Customs and 
Border Protection enforces an exclusion order, typically with input 
from the successful patent holder, with the effect that goods found to 
infringe may be seized and forfeited at the port of entry.8 In addition, 
the Commission may issue a cease and desist order that precludes the 
sale within the U.S. as well as the importation into the U.S. of infring-
ing articles, which subject the named respondents to possible penal-
ties of up to $100,000 per day of violation.9

Given the potentially significant impact of these remedies, defense 
counsel new to the venue should have a thorough appreciation of the 
important differences between litigating a patent case in the ITC and 
in U.S. district court. Probably the most important is this: the devel-
opment of the major evidence, theories, and themes of the case must 
be front-loaded to an extent rarely seen outside the most aggressive of 
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district court rocket dockets. Deadlines to respond to pleadings and 
discovery are expedited and defendants (referred to as “respondents” 
in the ITC) are required to make substantive showings much earlier 
than in usual district court practice. It is imperative that counsel effec-
tively prepare their clients for the pace of the proceedings and the re-
quired disclosures, as well as the significant disruption that may result 
from the need to gather electronic discovery on an expedited basis.10

THE INVESTIGATION MOVES AT WARP SPEED

The first step in an ITC investigation is, as in district court, the 
filing of a complaint.11 However, because the ITC is an administrative 
agency rather than a court, the filing of the complaint is not sufficient 
to invoke the tribunal’s adjudicative authority. The Commission must 
determine whether to institute an investigation within thirty days of 
the filing of the complaint.12 If the complaint is procedurally suffi-
cient, the Commission will typically go forward with an investigation, 
and will serve non-confidential copies of the complaint, exhibits, and 
notice of investigation upon each respondent.13

When an investigation is instituted, an ALJ will be assigned to 
the proceeding and a protective order will be entered. Respondents’ 
counsel should make their appearances and agree to be bound to the 
protective order as soon as possible following service so that they can 
request a copy of the confidential complaint and exhibits and pre-
pare their responses. Respondents have twenty days from the date of 
service of the complaint and notice of investigation to file a written 
response.14 While professional courtesy and the local rules of many 
district courts often permit a more leisurely approach to the filing of 
a responsive pleading, in the ITC respondents should assume that 
any extension will be short.15 A respondent that fails to respond will 
find itself in default, with potentially severe consequences (including 
a finding of waiver of respondent’s right to appear, to be served with 
documents, and to contest the allegations at issue in the complaint).

Within forty-five days following institution of the investigation, 
the ALJ must issue an order setting a target date for completion of the 
investigation, including the completion of the Commission’s review 
of the ALJ’s determinations and recommendations regarding the exis-
tence of a violation of Section 337 and the appropriate remedy.16 Any 
target date that exceeds sixteen months from the date of institution 
will be reviewed by the Commission.17 In practice, ALJs rarely set a 
target date that exceeds sixteen months from the date of institution.18

Due to the sixteen-month timeframe, the procedural schedule in 
an ITC investigation is correspondingly short. Parties typically are 
given approximately five months for discovery, with the deadline to 
file summary determinations within the following two months.19 The 
evidentiary hearing, the ITC’s equivalent of a trial, is approximately eight 
to nine months from the date the notice of institution was published.20

Given the short timelines, upon receiving notice of the filing of the 
complaint, respondents should proactively identify which of their prod-
ucts is accused and perform a comparison of that product to the indepen-

dent claims of the patent. Respondents should also run invalidity searches 
against the patents in suit, and review those search results (and the identi-
fied prior art references) well in advance of the deadline to respond.

Discovery Responses

The short schedule of an ITC investigation is reflected in discov-
ery practice. The Commission rules provide that interrogatories, re-
quests for production of documents, deposition notices, and requests 
for admission may be served immediately following the publication 
of the notice of institution in the Federal Register.21 Any response 
thereto is due within ten days after service.22

In addition, if a party withholds information due to privilege, that 
party must make the claim at the time of the response, and must serve 
a privilege log within ten days of making the claim.23

Such short timelines emphasize the importance of early commu-
nication with clients about expectations for document collection and 
production, and the related costs. Given the short time to respond 
and to produce a privilege log, document collection should begin from 
notice of the complaint. Further, the client should be prepared to gather 
relevant information within a few weeks of receipt of discovery. 

Subpoena Practice

Third party discovery, such as discovery seeking materials and 
testimony to support an invalidity defense based on the existence of 
prior art or an on-sale bar, may be obtained through the service of a 
subpoena just as in district court litigation. Unlike in district court, 
counsel for the parties may not issue subpoenas. Instead, the party 
must make an application to the administrative law judge for issuance 
of a subpoena requiring a person to appear at deposition or to pro-
duce documents.24 Many ALJs provide detailed guidance as to the re-
quired content of the application and the substance of the subpoena 
in their Ground Rules, which typically require a showing of the rele-
vance of the information sought and the reasonableness of the scope 
of inquiry.25 Requests for issuance of a subpoena are ruled on quickly, 
often within two or three days.

The speed with which subpoenas are issued contrasts with the 
multi-layered process for enforcement against a recalcitrant third par-
ty. First, the frustrated litigant must move before the ALJ for an or-
der certifying a request for enforcement to the Commission.26 In the 
event that the ALJ agrees that legitimate discovery has been thwarted, 
he must submit a written report concerning the purpose, relevance, 
and reasonableness of the subpoena.27 The Commission will then re-
view the papers and, if it agrees that the subpoena should be enforced, 
issue a notice stating that it has granted the request and authorizes the 
Office of the General Counsel (“OGC”) to seek enforcement.28 The 
OGC will then file a motion (typically, in the U.S. District Court for 
the District of Columbia) to enforce the subpoena.

On a motion to enforce an ITC subpoena, the Commission (and, 
in the background, the interested litigant) has some advantages over 
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traditional district court practice, such as the availability of nation-
wide process.29 In addition, the Supreme Court has confined the 
role of a court before which such a motion is pending to determining 
whether “‘the inquiry is within the authority of the agency, the de-
mand is not too indefinite and the information sought is reasonably 
relevant.’”30 Nevertheless, it is critically important that the party seek-
ing enforcement provide the ALJ sufficient factual support for the 
conclusion that the third party has in fact failed to comply, because 
the ALJ’s failure to articulate findings of fact that support that conclu-
sion will likely doom the effort.31

That said, the rapid pace of an ITC proceeding may work against 
the use of these procedures to compel compliance. In re Certain En-
capsulated Integrated Circuit Devices and Products Containing Same, 
Inv. No. 337-TA-501 (“In re Certain Encapsulated IC Devices”), is a 
case in point. In In re Certain Encapsulated IC Devices, respondents 
moved before the ALJ to enforce a third party document and depo-
sition subpoena on May 19, 2004.32 The ALJ granted the motion on 
June 7, 2004, certifying to the Commission the respondents’ request 
for judicial enforcement of the subpoenas.33 The Commission issued 
a notice of its determination to grant the request for judicial enforce-
ment of the subpoena on July 12, 2004. The Commission then filed a 
miscellaneous action in the U.S. District Court for the District of Co-
lumbia.34 The U.S. district judge granted the motion on December 1, 
2004.35 However, by that time the ALJ had already held the hearing 
and issued an Initial Determination.36 So, respondents seeking third 
party invalidity evidence (among other things) should request and 
serve any critical subpoenas as early as possible, in order to maximize 
the prospect of meaningful enforcement.

Summary Determination

The short schedule in ITC actions is also reflected in the proce-
dure for motions for summary determination. As in district court, 
any party may move for summary determination of all or any part of 
the issues to be determined in the investigation. The complainant can 
move at any time after twenty days following the service of the com-
plaint and notice of institution.37 Respondents may move at any time 
after publication of the notice of investigation.38

In general, nonmoving parties must respond to the motion within 
ten days after service.39 Foreign parties have fifteen days to respond.40 
While the Commission Rules state that the ALJ may set the matter 
for oral argument and call for the submission of briefs or memoranda, 
in practice parties typically file any response to the motion within the 
usual time to respond to motions as set forth in the Judge’s ground 
rules41

DIFFERENCES IN PRACTICE BETWEEN DISTRICT 
COURT AND THE ITC

In addition to the shortened timelines, there are several notable 
variations in practice between the ITC and district court.

Commission Investigative Staff Attorney

Once an investigation is instituted, the Office of Unfair Import 
Investigations (“OUII”) designates a lead attorney for service of 
process. This lead attorney, referred to as the Staff Attorney, rep-
resents the interests of the OUII in the investigation. The Staff At-
torney can serve discovery and participate in depositions, and will 
likely take a position on each significant motion. The Staff Attorney 
is free to raise issues and advance arguments separate from those of 
the parties.

In practice, the Staff Attorney is a valuable resource. The Staff At-
torney is typically deeply knowledgeable regarding patent law and the 
remedies uniquely available in the ITC, and should be treated not as 
an adversary but as a disinterested and potentially persuadable third 
party. In addition, because the Staff Attorney is typically experienced 
both in ITC procedure and each ALJ’s preferences, she can provide 
guidance in discovery disputes, anticipated motion practice, eviden-
tiary issues, and other matters throughout the proceeding.

Ground Rules

Each ALJ has a set of Ground Rules that are distributed at the 
time of institution. These rules are much broader in scope and im-
pact than the typical district judge’s chambers rules, and should be 
reviewed carefully so counsel and support staff understand the ALJ’s 
expectations concerning case management logistics, motion practice, 
pre-hearing filings, and so on.

In general, the ALJs require the parties to cooperate, and in prac-
tice the parties typically do make a real effort to resolve discovery 
disputes before they escalate to motion practice.42 This is reflected in 
mandatory, bi-weekly conferences between the lead counsel of each 
party and the Staff Attorney. In these conferences, the parties identify 
and attempt to resolve discovery disputes and also address other pro-
cedural and case management issues, such as claim construction and 
evidentiary issues.43 Likewise, the ALJs require the parties to meet 
and confer before the filing of any opposed motion.44

While the Ground Rules are similar in many respects, they differ 
significantly in terms of mandatory disclosures, trial presentation, and 
mandatory settlement procedures.

While some ALJs, like ALJ Pender and ALJ Gildea, have adopt-
ed rules similar to district court patent local rules, other ALJs have 
not. ALJ Pender’s and ALJ Gildea’s rules provide for an identification 
of products that fall within the scope of the investigation, including 
any specific elements, components, or processes, that are alleged to 
infringe the asserted patent.45 The ALJs require that patentees disclose 
the priority dates of the asserted patents, domestic industry conten-
tions, and invalidity and non-infringement contentions.46 Amend-
ment to these mandatory disclosures may only be made upon the 
showing of good cause.47 ALJ Lord and ALJ Bullock, on the other 
hand require only a notice of prior art.48 ALJ Shaw and ALJ Essex have 
slightly different procedures.49
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The ALJs also differ in terms of their required settlement proce-
dures. ALJ Pender, ALJ Gildea, and ALJ Essex require the parties to 
attend three settlement conferences.50 For each settlement confer-
ence, at least one person from each party with the requisite authority 
to settle is required to attend.51 The settlement conferences must be 
held in person, unless prior permission is received from the ALJ for 
good cause shown.52 ALJ Lord and ALJ Bullock, on the other hand, 
require the parties to conduct two settlement conferences and a one-
day mediation.53 ALJ Shaw requires the parties to conduct two settle-
ment conferences, or to participate in mediation.54

In addition, the ALJs differ in terms of the times of day when dead-
lines occur. ALJ Gildea’s deadlines for any paper, for example, require 
that paper to be received by the intended recipient no later than the 
close of business on that due date.55 Other ALJs, including ALJ Pend-
er and ALJ Lord, do not.

The ALJs also have different requirements regarding extensions of 
time. ALJ Pender, for instance, requires that any request for extension 
of time that is contested, or that is an extension of a mandatory disclo-
sure date, be made by written motion no later than 12:00 pm Eastern 
Time, two business days before the due date. 56 ALJ Lord, ALJ Bull-
ock, ALJ Gildea, and ALJ Essex, however, only require that the exten-
sion of time be made by written motion the day before the due date.57

Hearing and Post-Hearing Procedures

Following the conclusion of discovery, the ALJ will conduct a 
hearing, which is the equivalent of a trial in district court. The Com-
mission Rules provide for a trial-like procedure, with the right to 
adequate notice, presentation of evidence, cross-examination, objec-
tions, motions, argument, “and all other rights essential to a fair hear-
ing.”58 One right that the parties to an ITC investigation do not have, 
however, is the right to a jury trial, as the ITC is an administrative 
agency and not an Article III court. It is the ALJ, not a jury, who is 
the finder of fact. This factor should significantly impact the evidence 
that is presented as well as the arguments that are made in present-
ing a respondent’s case at the hearing. For example, counsel should 
focus at the hearing on their strongest arguments and leave weaker 
or subsidiary arguments for the pre- and post-hearing briefing, where 
they will be preserved for later use on appeal. Similarly, counsel may 
dispense with much of the “educational” evidence that must typically 
be imparted to a jury in a patent trial involving complex technology, as 
the ALJ will have read the pre-trial briefs and witness statements and 
will want to cut to the chase.

The ALJs’ ground rules provide specific guidelines regarding 
pre-hearing and post-hearing filings. The ALJs require that the par-
ties file a pre-hearing brief setting forth the parties’ contentions with 
particularity and citations to supporting legal authority. This is a very 
important document; it is read closely by the ALJs and provides the 
framework upon which counsel will hang the evidence to be submit-
ted at the hearing. Following the hearing, the parties file initial and 

reply post-hearing briefs, which are analogous to closing argument 
in a trial in district court. The Ground Rules also set forth detailed 
requirements governing the presentation of witnesses and exhibits.

Another dramatic difference between district court and the ITC is 
the manner in which witness testimony is presented. In district court, 
a trial will nearly always be centered on in-person direct examination, 
cross examination, and re-direct. In the ITC, however, all but one ALJ 
require that direct witness testimony, with the exception of adverse 
witnesses, be made by witness statement in lieu of live testimony.59 
While some ALJs have on occasion given the parties the opportuni-
ty to present live direct testimony in response to the parties’ request, 
counsel should expect to present her case in chief on paper instead of 
on the stand.60 The witness statements are in the form of questions 
and answers, in the witness’s native language.61

Witness statements are typically due weeks before the commence-
ment of the hearing. Thus, the parties must prepare their witnesses, 
draft extensive questions, and prepare written answers during the 
usual pretrial rush of disclosures, pretrial briefs, and generation of 
exhibit lists. Moreover, cross examination and hostile direct examina-
tion happens live,62 which means that witnesses must also be prepared 
to field hostile questioning as they would in a trial in district court.

Following the conclusion of the hearing and the submission of 
post-hearing briefs, the ALJ will issue an Initial Determination (“ID”) 
regarding whether there was a violation of Section 337 (e.g., whether 
the imported articles infringe complainant’s patent), and an Initial 
Recommendation regarding the remedy to be imposed, the impact of 
such a remedy on the public interest, and the amount of a bond to be 
posted by respondents in the event that they wish to continue import-
ing infringing articles during the 60-day Presidential review period.63 
The Commission will then review the ID and, assuming that it con-
curs in the finding that a violation exists, issue a remedy and set the 
amount of the bond.64 The remedy generally consists of an exclusion 
order—either directed against specific named respondents (a limited 
exclusion order) or against infringing products generally (a general 
exclusion order)—and may also include a cease and desist order pro-
hibiting infringing activity within the United States.

There is yet another aspect of ITC litigation that differs markedly 
from that in district court—a win for the patentee may be revoked 
by order of the President! Following the Commission’s issuance of a 
remedy, the President (acting through the U.S. Trade Representative) 
has 60 days in which to review and disapprove, for policy reasons, the 
Commission’s determination that a violation exists.65 This authority 
has only rarely been invoked—there have only been six instances 
since the late 1970s in which the President has exercised this author-
ity, and five of those occurred in or prior to 1986. However, more re-
cently the U.S. Trade Representative disapproved the Commission’s 
exclusion order and cease and desist order issued against Apple in an 
investigation instigated by Samsung, on the ground that the Samsung 
patent at issue was a “standards essential patent.”66
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Rules of Evidence

While the district courts apply the Federal Rules of Evidence, the 
ITC is governed by a different standard set forth in Commission Rule 
210.37.67 This standard dramatically reduces the bases on which ev-
identiary objections may be made. As one ALJ noted, “[a]lthough 
the Federal Rules of Evidence provide numerous bases on which 
to object to the admission of evidence in Federal District Courts, a 
party’s high priority objections…should be based on Commission 
Rule 210.37, which provides that ‘[r]elevant, material, and reliable 
evidence shall be admitted. Irrelevant, immaterial, unreliable or un-
duly repetitious evidence shall be excluded.’”68 Most significantly, this 
means that hearsay is typically not a valid objection in an ITC pro-
ceeding (although evidence that can be shown to be “unreliable” may 
still be subject to exclusion). Authenticity is likewise simplified—the 
ALJs allow into evidence any document that appears to be regular on 
its face, unless it is shown by particularized evidence that the docu-
ment is a forgery or is not what it purports to be.69 In practice, a much 
broader swath of evidence will typically be admitted in an ITC inves-
tigation than would be the case in district court.

Voluntary Termination of the Investigation

As with litigation in district court, the investigation may be termi-
nated by a resolution on the merits, settlement, consent judgment, 
or withdrawal of the complaint. Unlike in district court, however, a 
patentee’s decision to withdraw the complaint and terminate the in-
vestigation as to any claim or any party (or, even, in its entirety) may 
be made by motion unilaterally at any time prior to the issuance of an 
ID on violation.70 So long as patentees comply with the formalities re-
quired by the Commission Rules,71 these motions are routinely grant-
ed, even if filed on the eve of the hearing, unless “extraordinary cir-
cumstances” exist.72 This is very different from the practice in district 
court, in which a plaintiff ’s unilateral motion to dismiss its complaint 
on the eve of trial might be met with some skepticism from the court, 
particularly if a self-interested motive was apparent (such as the plain-
tiff ’s desire to avoid likely invalidation of its patent). The Commission 
will generally grant such a motion without prejudice to subsequent 
proceedings in the ITC involving the terminated parties or claims.73 
Similarly, ITC determinations have no claim or issue preclusive effect 
with respect to patent infringement actions in district court, although 
the record generated in the ITC is admissible in subsequent district 
court litigation to the extent permitted by the Federal Rules of Evi-
dence and the Federal Rules of Civil Procedure.74

CONCLUSION

The hectic pace of a patent case in the ITC, as well as the signifi-
cant differences between district court and ITC practice, compel re-
spondents’ counsel to front-load discovery and the development of a 
defensive strategy to a significant degree. Thorough familiarity with 
the Commission Rules and the Ground Rules of the ALJ presiding 

over the investigation, combined with a diligent focus on staying 
ahead of the deadlines, will serve counsel and their clients well in re-
sponding to the particular challenges presented when responding to a 
patent infringement complaint in a Section 337 action in the ITC. 7
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