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PAT E N T S

The author identifies benefits and drawbacks of filing a single international design appli-

cation at the PTO under the Hague Agreement.

The Hague Agreement for the Registration of Industrial Designs:
A PCT for Design Patents?

BY BRENT M. DOUGAL

T he U.S. Patent and Trademark Office recently pub-
lished the Final Rules for implementation of the
Hague Agreement for the Registration of Industrial

Designs (i.e., design patents). Starting May 13, 2015,
U.S.-based applicants can file a single international de-
sign application directly with the PTO or the World In-
tellectual Property Organization (WIPO) who adminis-
ters the treaty.

The Hague Agreement is an international treaty that
establishes filing procedures for design patents, similar
to the Patent Cooperation Treaty (PCT) for utility pat-
ents. It harmonizes basic filing requirements across

member countries, avoiding complexities related to, for
example, foreign language translations, fees and dead-
lines for renewal.

After an initial formalities review performed by
WIPO, the application is published and then transmit-
ted to the designated countries. It will then be regis-
tered or examined according to each particular coun-
try’s substantive design patent laws. Thus, Hague appli-
cations will be examined in the U.S. in accordance with
the standards of novelty, obviousness, written descrip-
tion, etc. Issues such as foreign filing licenses and the
country where the invention or creation occurred
should also be considered.

Hague applications have access to over 75 countries,
either directly or through a member intergovernmental
organization (such as the European Union). This in-
cludes, for example, South Korea, Japan, Switzerland
and Singapore. Notable non-member countries Austra-
lia, Canada, China and Russia are in the process of con-
forming their laws, and/or discussing conforming their
laws, in order to be able to join the Hague Agreement
in the near term.

Many of the above features of the Hague Agreement
are similar to those of PCT applications. A significant
difference with PCT applications is that the Hague
Agreement does not allow applicants to delay the deci-
sion on which countries to enter. Nor can they delay the
related fees associated with filing in multiple countries.
Country designations and fees are due at the time of fil-
ing.

Where applicants do have some discretion is with
time until publication. Hague applications are pub-
lished at six months from filing or from the filing of any
earlier priority application. Applicants can request im-
mediate publication or defer publication for up to 30
months. Deferral of publication is only available for cer-
tain countries and is not available if the U.S. is desig-
nated. For example, if the E.U. is designated the appli-
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cant can defer for the full 30 months. But, if the U.S.
and the E.U. are designated, publication cannot be de-
ferred.

For applications that enter the U.S., publication also
creates provisional rights. As U.S. design applications
do not publish before grant, provisional rights have not
been previously available. This will continue to be true
of U.S. design applications which are not Hague appli-
cations. But published Hague applications will have
provisional rights similar to published utility patent ap-
plications. This will allow applicants to put potential in-
fringers on notice of the published application and po-
tentially obtain damages from the date of notification.
As many design patents are not amended during pros-
ecution, provisional rights may turn out to be a far more
powerful tool for design patents than they have been for
utility patents.

Some benefits of the Hague Agreement may also be
drawbacks. The Hague Agreement can save applicants
time and money in reducing the number of times an ap-
plication has to be filed across multiple countries. But,
at the same time, this may cause applicants to not prop-
erly prepare the application for the designated coun-
tries. A foreign applicant, for example, may designate
the U.S. without understanding U.S. standards for ex-
amination. Figures acceptable in a foreign country may
not be proper in the U.S. For example, they may not en-
able a person skilled in the art to make and use the
product. Such figures would be rejected in the U.S. To
overcome the rejection, certain features may need to be
disclaimed and in the worst case, the application may
have to be abandoned. This is true now as well, but for-
eign applicants typically hire a licensed, local practitio-
ner to file the application for them. This allows the local
practitioner to provide input and potentially correct de-
fects in the application prior to filing. Applications that
designate the U.S. under the Hague Agreement, may
not get the benefit of this pre-filing review.

Other aspects of filing strategy can benefit from the
input of a local practitioner. For example, a Hague ap-
plication can include up to 100 different embodiments
within a single Locarno classification. Since the filing
fees are based on the number of embodiments, the

number of figures and the number of words over 100 in
the application, the cost (calculated in Swiss Francs)
can quickly increase for large filings. A licensed practi-
tioner can assist the applicant in devising a cost effec-
tive filing strategy.

It is also important to note that designating multiple
countries may increase the complexity of the applica-
tion. The Hague Agreement establishes mandatory con-
tent for the application, and certain countries have ad-
ditional content required to enter that country. The ba-
sic mandatory content includes: applicant name,
figures, indication of product and number of designs
(i.e., embodiments). Country requirements for U.S. des-
ignated applications include: a claim, inventors and an
oath or declaration. If the country-specific requirements
are not met, either at the time of filing or shortly there-
after, the application will lose its designation for the
country in question. In addition, if the mandatory con-
tents are not provided initially, this may prevent the ap-
plication from obtaining a filing date.

U.S. entry into the Hague Agreement has provided
benefits that extend beyond Hague applications. In par-
ticular, all U.S. design patents that were filed on or af-
ter May 13, 2015, whether Hague applications or not,
will have a 15-year term from issuance. This is an in-
crease from the current 14-year term. In addition, one
unexpected change is that the PTO is removing the re-
quirement to file a petition and pay fees to include color
drawings in design applications.

The Hague Agreement offers applicants a useful op-
tion when filing international applications. In addition
to providing a simplified filing process for foreign pro-
tection, applicants may further be able to reduce the ex-
pense of filing and maintaining the application across
jurisdictions. One of the biggest benefits for applica-
tions that designate the U.S. is the availability of provi-
sional rights arising after publication. This benefit alone
is a reason for applicants to consider Hague applica-
tions when developing filing strategies for designs.

PTO final rule at http://pub.bna.com/ptcj/80FR17918_
2015-06397.pdf.

2

5-1-15 COPYRIGHT � 2015 BY THE BUREAU OF NATIONAL AFFAIRS, INC. PTCJ ISSN 0148-7965

http://pub.bna.com/ptcj/80FR17918_2015-06397.pdf
http://pub.bna.com/ptcj/80FR17918_2015-06397.pdf

	The Hague Agreement for the Registration of Industrial Designs:A PCT for Design Patents?

