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The U.S. Supreme Court recently issued its decision in Association for 
Molecular Pathology v. Myriad Genetics, Inc., which clarifies what types of 
DNA claims are patent eligible. Only a few days later, the U.S. Patent and 
Trademark Office (USPTO) issued preliminary guidance to its patent 
examining corps. 
As noted by the USPTO, “Myriad significantly changes the Office's 
examination policy regarding nucleic acid-related technology.” The Supreme 
Court held that a naturally occurring DNA segment is a product of nature 
and not patent eligiblemerely because it has been isolated, but cDNA is patent 
eligible because it is not naturally occurring. 
In accordance with the Myriad decision, the USPTO advises it examiners: 
As of today, naturally occurring nucleic acids are not patent eligible merely 
because they have been isolated. Examiners should now reject product claims 
drawn solely to naturally occurring nucleic acids or fragments thereof, 
whether isolated or not, as being ineligible subject matter under 35 U.S.C. § 
101. Claims clearly limited to non-naturally-occurring nucleic acids, such as 
a cDNA or a nucleic acid in which the order of the naturallyoccurring 
nucleotides has been altered (e.g., a man-made variant sequence), remain 
eligible 
The USPTO further added that it is closely reviewing the decision 
in Myriad and will issue more comprehensive guidance on patent subject 
matter eligibility determinations, including the role isolation plays in those 
determinations. 
At Sheldon Mak & Anderson, we recognize that innovation is your 
competitive edge - and it needs protection. Recognized as one of the country’s 
“Best Law Firms” by U.S. News and Best Lawyers, our attorneys possess 
more than two decades of experience. Our full-service IP firm provides local, 
regional, national, and international legal services in the following areas: 
patents, trademarks, copyrights, trade secrets, IP litigation, international 
patent and trademark prosecution, licensing, alternative dispute resolution, 
and green technology. 



Contact our knowledgeable intellectual property attorneys today TOLL 
FREE at 1-855-UR IDEAS (1-855-874-3327) or email us 
at tri@usip.com to find out how we can provide powerful protection for 
your unique ideas. 
We have offices conveniently located in Pasadena (626-796-4000, 100 
Corson Street Third Floor, Pasadena, CA 91103-3842); Ventura 
County (805-988-0876, 300 East Esplanade Drive, Suite 1200, Oxnard, CA 
93030-1247; Riverside (951-787-7770, 5885 Brockton Avenue, Riverside, 
CA 92506-1863); Upland (909-946-3939, 222 N. Mountain Avenue, Suite 
210, Upland, CA 91786-5714); andOrange County (855-874-3327, 2102 
Business Center Drive, Suite 130, Irvine, CA 92612-1001).  
 


