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  The America Invents Act (“act”) 
was signed into law on September 
16, 2011.2 The act, touted as the first 
major change in patent law in years, 
contains many provisions that alter 
patent law in the United States and 
changes the way patent practitioners 
practice law and advise clients. The 
purpose of this article is to discuss 
the provision in the act relating to the 
new first-to-file patent system that will 
be implemented by the act. 

I. The First-to-File Patent 
System
  One of the much-heralded changes 
under the act is the switch from a 
first-to-invent to a first-to-file patent 
system. The distinctions between the 
two systems were discussed in detail 
in a previous publication3 and by 
many other authors. Briefly, assuming 
diligence and other factors, the first 
inventor is entitled to a patent under 
the first-to-invent patent system. This 
means that the first inventor gets the 
patent even if another independent 
inventor of the same invention is first 
to file. In contrast, under the first-to-
file patent system, the first inventor 
to file a patent application will be 
entitled to the patent. This means 
that an inventor who files a patent 
application first gets the patent even 
if another independent inventor for 
the same invention was first to invent. 
The first-to-file patent system is often 
referred to as “a race to the patent of-
fice.” Currently, the United States uses 
the first-to-invent patent system; the 
rest of the world uses the first-to-file 

patent system.4

  The act contains provisions that 
switch the United States from a first-
to-invent patent system to a first-to-
file patent system. These provisions 
take effect on March 16, 2013. Then, 
the United States will be aligned with 
the rest of world under a first-to-file 
patent system. 

II. The Switch – Advanta-
geous or Disadvantageous?
  There is much discussion and de-
bate in the United States about wheth-
er switching to a first-to-file patent 
system is good policy or bad policy. 
Those against the switch claim that it 
will disadvantage small entities such 
as individual inventors, small com-
panies, and non-profit organizations. 
The concern is that smaller entities 
will not have the manpower or money 
to dedicate people or fund research to 
develop the invention and get a patent 
application filed quickly. They will 
be more likely to lose the race to the 
patent office. In contrast, it is argued, 
larger companies can dedicate more 
resources to complete an invention 
expeditiously. These larger companies 
are more likely to get a patent applica-
tion drafted and filed more quickly 
than their smaller counterparts. Thus, 
larger entities are favored by the first-
to-file patent system because they can 
win the race to the patent office. 

  Those for the switch argue that it 
is advantageous for everyone because 
it will bring simplicity and certainty 
to the patent filing system and avoid 
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expensive, time consuming, and 
cumbersome interference proceed-
ings.5 Additionally, it will align United 
States patent law with international 
patent law by changing to the first-
to-file system. The Internet and blogs 
are replete with articles discussing the 
advantages and disadvantages of the 
newly-enacted first-to-file patent sys-
tem. However, regardless of position 
or opinion, the act is now law and 
the United States will soon be using a 
first-to-file patent system. 

  So, like it or not, the first-to-file 
patent system will be used by inven-
tors and patent practitioners for deter-
mining which independent inventor 
is entitled to a patent. Under this new 
system, all inventors are counseled 
to file a patent application as soon as 
possible. The first inventor to file a 
patent application will get the pat-
ent even if another inventor invented 
first but filed second. Simplicity and 
certainty accomplished!

  To illustrate, consider this scenario:

Jan 15	 Inventor A invents or discov-
ers an invention

Feb 15	 Inventor B invents or discov-
ers an invention

Mar 15	Inventor A files a patent ap-
plication under the Act

Apr 15	 Inventor B files a patent ap-
plication under the Act

The first inventor (Inventor A) gets 
the patent, not because the inventor 
was the first to invent but because 

the inventor was the first to file. This 
is the same final result that would 
have been obtained under the first-to-
invent patent system.

  Now, consider this scenario:

Jan 15	 Inventor A invents or discov-
ers an invention

Feb 15	 Inventor B invents or discov-
ers an invention

Mar 15	 Inventor B files a patent ap-
plication under the Act

Apr 15	 Inventor A files a patent ap-
plication under the Act

  The second inventor (Inventor B) 
gets the patent because he was the first 
to file even though the inventor was 
the second to invent. This is the op-
posite result that would have been ob-
tained under the first-to-invent patent 
system and exemplifies the change in 
the law in its simplest form. Under the 
act, to determine which inventor gets 
the patent, simply look at the effective 
filing dates for the patent applications 
and award the patent to the inventor 
with the earliest effective filing date. 
The date the invention was made is 
not relevant to the determination. 

III. Not So Fast!
  As a general rule, disclosure of an 
invention to the public by written 
publication, public use, or otherwise 
by an inventor or any other party 
creates prior art that prevents anyone 
from obtaining a patent. Basically, 
once the invention is available to the 
public, a patent cannot be obtained 
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for the invention. However, the act 
creates an exception to this general 
rule when the public disclosure is by 
an inventor who files a patent applica-
tion for the invention. This exception 
must be considered when determining 
whether a patent will be granted and 
who will obtain the patent under the 
act. 

  Fortunately or unfortunately, 
depending on one’s viewpoint, the 
simplicity and certainty sought by the 
act is not absolute. One cannot simply 
say that the first inventor to file a 
patent application will be awarded 
the patent. The act has provisions that 
exempt disclosures by inventors6 made 
one year or less before the effective 
filing date of the inventor’s patent ap-
plication from being used as prior art 
against the patent application. The act 
amends 35 U.S.C. § 102 to state that:

 (a) Novelty; Prior Art — A 
person shall be entitled to a 
patent unless —
(1) the claimed invention 
was patented, described in 
a printed publication, or in 
public use, on sale, or other-
wise available to the public 
before the effective filing 
date of the claimed inven-
tion; or
(2) the claimed invention was 
described in a patent issued 
under section 151, or in an 
application for patent pub-
lished or deemed published 
under section 122(b), in 
which the patent or appli-
cation, as the case may be, 
names another inventor and 
was effectively filed before 
the effective filing date of the 
claimed invention.
(b) Exceptions —
(1) DISCLOSURES MADE 
1 YEAR OR LESS BEFORE 
THE EFFECTIVE FILING 
DATE OF THE CLAIMED 
INVENTION — A disclo-

sure made 1 year or less be-
fore the effective filing date of 
a claimed invention shall not 
be prior art to the claimed 
invention under subsection 
(a)(1) if —
(A) the disclosure was made 
by the inventor or joint 
inventor or by another who 
obtained the subject matter 
disclosed directly or indirectly 
from the inventor or a joint 
inventor; or
(B) the subject matter 
disclosed had, before such 
disclosure, been publicly 
disclosed by the inventor or a 
joint inventor or another who 
obtained the subject matter 
disclosed directly or indirectly 
from the inventor or a joint 
inventor. (Emphasis added.)

These new provisions have ramifica-
tions that must be considered before 
simply determining that the first in-
ventor to file a patent application will 
be awarded the patent. To illustrate, 
consider this scenario:

Jan 15	 Inventor A invents or discov-
ers an invention

Jan 25	 Inventor A discloses the in-
vention in a written publica-
tion

Feb 15	 Inventor B invents or discov-
ers an invention

Mar 15	Inventor B files a patent ap-
plication under the Act

Apr 15	 Inventor A files a patent ap-
plication under the Act

Using a simple first-to-file analysis, 
Inventor B, having filed a patent ap-
plication one month before Inventor 
A, will be awarded the patent. How-
ever, in this scenario, simply using a 
first-to-file analysis leads to an incor-
rect conclusion. Inventor B will not be 
able to obtain a patent because Inven-
tor A disclosed the invention before 
Inventor B filed the patent applica-
tion. When considering Inventor B’s 

patent application, the disclosure by 
Inventor A is prior art that discloses 
the invention. Basically, the invention 
was “available to the public” before 
Inventor B filed a patent application 
and obtained an effective filing date. 
Therefore, Inventor B cannot obtain a 
patent.7

  Inventor A can, however, obtain a 
patent for the invention. As discussed 
above, the act exempts from prior art 
any disclosure of the invention made 
by the inventor within one year before 
the inventor filed a patent applica-
tion claiming the invention. In this 
scenario, Inventor A’s Jan 25 publica-
tion of the invention is prior art that 
prevents Inventor B from obtaining 
a patent, but is not prior art that 
prevents Inventor A from obtaining a 
patent. Therefore, the first to file will 
not get the patent; the second to file 
will get the patent. 

  Given this same scenario in other 
countries using a first-to-file system, 
neither Inventor A or Inventor B 
could obtain a patent. The written 
publication by Inventor A created 
prior art that prevents anyone from 
obtaining a patent. Only the United 
States allows an inventor to obtain 
a patent after an inventor makes the 
invention available to the public!

  Clearly, the change by the United 
States to a first-to-file patent system is 
not as simple as it first appears, and is 
not merely a race to the patent office. 

  Therefore, inventors and practi-
tioners should be cautious before 
determining that the first inventor 
to file a patent application will be 
entitled to the patent based solely 
upon the effective filing dates for 
patent applications. Merely looking at 
the effective filing dates for two patent 
applications and concluding that the 
one with the earlier effective filing 
date will become a patent may be an 
erroneous conclusion. In determin-
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ing which independent inventor will 
be entitled to a patent, one should 
evaluate whether or not the second 
inventor to file has previously made 
the invention available to the public. 
This evaluation may prevent costly 
and time-consuming errors. 

IV. Filing Strategies to 
Consider
  Inventors filing patent applications 
in the United States under the new 
first-to-file provisions of the act have 
an advantage over inventors filing 
patent applications under the first-
to-file provisions of other countries. 
Under the act, an inventor can 
make the invention available to the 
public and then take up to a year 
to file a patent application. In other 
countries, if an inventor makes the 
invention available to the public, the 
inventor cannot obtain a patent for 
the invention. This unique provision 
in the act permits inventors and their 
legal representatives to create certain 
patent application filing strategies 
that could benefit inventors seeking 
a patent only in the United States. 
However, these strategies are useful 
only for inventors who do not want 
to obtain patents in other countries. 

These strategies will not be helpful for 
inventors interested in international 
patents. 

  Inventors may elect to adopt certain 
strategies to maximize protection for 
their inventions under the provisions 
in the act. In one strategy, an inventor 
could make the invention available to 
the public as soon as possible, e.g., in 
a written publication, and take up to 
a year to perfect the invention and file 
a corresponding patent application. 
The written disclosure would serve as 
prior art against a patent application 
filed by an independent inventor 
after the disclosure and prevent such 
application from becoming a patent. 
This could be a way for inventors with 
limited resources to protect themselves 
from larger competitors with more 
resources. Presumably, an individual 
inventor working alone could make an 
invention available to the public and 
take up to a year to locate a patent 
attorney and raise the funds necessary 
to get a patent application drafted 
and filed, e.g., by seeking investors 
or licensing the invention. Such 
inventor would obtain the patent 
even if another independent inventor 
were first to file a patent application, 

assuming such patent application 
had an effective filing date after the 
invention was made available to the 
public. 

  In another strategy, inventors 
or their assignees with significant 
resources, e.g., large corporations, 
could adopt a policy of having 
inventors, technical writers, or 
consultants make an invention 
available to the public within days 
after the invention was made and 
then decide how to manage the 
patent application. This strategy 
could give larger entities up to a 
year to decide whether or not to 
invest in an invention by filing a 
patent application. During that year, 
these entities would not need to 
be concerned that an independent 
inventor would be entitled to a patent 
if the inventor were first to file a 
patent application. 

  In a further strategy, an inventor 
with limited physical or human 
resources or with high priority projects 
could fund university research or hire 
a contract research organization to 
conduct research. Once the research 
phase was complete, the inventor 
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would make the results embodying 
the invention available to the public, 
e.g., by publishing a paper disclosing 
the invention and the research results 
in a journal. Since the disclosure 
was made by someone who obtained 
the subject matter disclosed directly 
or indirectly from the inventor, the 
disclosure would be prior art for a 
patent application filed by others, but 
not prior art for a patent application 
filed by the inventor. 

V. Discussion
  Would the above strategies protect 
the invention and give an inventor 
time to do more work and possibly 
construct a better-drafted patent ap-
plication, obtain funding, or develop 
a patent filing strategy? Possibly, 
particularly for inventors who are 
interested in the United States only or 
that truly have very limited resources.8 

However, for most inventors and prac-
titioners – particularly those interested 
in obtaining patents internationally 
– adopting these strategies could have 
disastrous consequences. Using these 
strategies can help protect the inven-
tion in the United States. However, 
the provisions in the act relating to 
prior art that permit these strategies 
do not apply in other countries that 
use a first-to-file patent system. Gen-
erally, making an invention available 
to the public before filing a patent 
application will prevent an inventor 
from obtaining a patent in most coun-
tries, e.g., European Patent Conven-
tion member countries. Winning the 
race to the patent office and being the 

first to file a patent application for an 
invention is clearly the best strategy, 
and is essential for those interested in 
patents internationally. 

VI. Conclusion
  The truth is that the act does little 
to affect most inventors and pat-
ent practitioners, particularly those 
with an international patent strategy. 
Because the rest of the world has been 
using the first-to-file patent system for 
many years, such inventors and prac-
titioners have always been using a de 
facto first-to-file patent system. The act 
changes very little for such inventors 
and practitioners. While the act allows 
for some new strategies to protect 
inventions, the best advice is to create 
the invention and file a patent applica-
tion as soon as possible. This was true 
in the United States before the act and 
will remain true after the first-to-file 
provisions of the act are implemented. 
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