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Prosecuting a Utility Patent Application’
by David E. Rogers

l. Introduction.

“Prosecution” of a utility patent application is the process by which an application advances through the United States
Patent and Trademark Office (“USPTO") after being filed. Prosecution is often a more lengthy and costly endeavor than
preparing and filing the application. It culminates when an application either matures into a patent or is abandoned.

During prosecution an application is reviewed by a USPTO Examiner. The Examiner is a government employee with a
technical background pertinent to the invention. The Examiner issues written communications, called Office Actions,
to the applicant or the applicant’s attorney. An Office Action usually includes, among other things, citations of prior
art patents and patent applications and arguments as to why the claimed invention is not patentable. Most patent
applications are rejected in their entirety in the first Office Action, and often on multiple grounds.

After receiving an Office Action the applicant or the applicant’s attorney file a “Response.” The average number of Office
Actions and Responses during prosecution of a patent application is about four. But, do not be surprised if there are five
or more, or an appeal or one or more continuation/divisional applications is required, to obtain the full inventive scope to
which an application is entitled.

Il. The Basic United States Utility Patent Application Process.

Following is a summary of the process for a typical utility patent in the United States?:

Concept
Conceive the invention in enough detail to describe how to make and use it.

Optional Patentability Search
Optional prior art search and analysis to generally determine whether the invention is novel and nonobvious.
This step is often skipped because the cost of conducting a meaningful search and analysis is cost prohibitive.

'

Prepare and file a provisional application with as Prepare and file a utility patent application with

much relevant detail as possible, any necessary as much relevant detail as possible, including any

drawings, and a complete set of multiple necessary drawings, a complete set of claims, and a

dependent examples of the invention. complete set of multiple dependent examples of the
invention.

Within one year after filing the provisional
application, file a utility patent application
claiming priority to the provisional patent
application. *
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1 This article is for educational purposes and does not constitute legal advice. It represents current, general opinions of the author,
and not of his law firm or colleagues.
2 Not shown here are the processes for filing a U.S. utility application claiming priority to a PCT application or foreign application.
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Wait
The USPTO first reviews utility patent applications about 12-36 months after filing, depending on the subject matter of the
application. The estimated date for the first review of an application can be checked at www.uspto.gov (First Action Estimator).

Receive First Office Action
Expect all claims to be rejected, possibly on several different grounds.

Respond to the First Office Action

Respond to the first Office Action by (potentially) amending the claims and/or providing arguments in support of
patentability. There may also be objections to the claims, specification, abstract, or drawings that require a response.

l

v

Application is Not Allowed Application is Allowed
Receive a second (usually a “final”) Office Action. Receive a Notice of Allowance and issue fee payment
* due date.
File response to the Office Action, often with a Pay issue fee, correct any informalities (such as filing
Request for Continued Examination (“RCE”). amended drawings), and always respond to any
* “reasons for allowance” issued by the Examiner.

Continue prosecution of the application until (1) the
application is allowed, (2) you decide to abandon the

application, or (3) decide to appeal the Examiner’s It usually takes about 4-6 months for a patent to issue
rejection to the Patent Trial and Appeals Board after the issue fee has been paid.
(“PTAB"). Expect to receive and respond to at least
3-5 Office Actions before (a) receiving allowance of Optionally file continuation or divisional applications
one or more claims of the application, which can to pursue additional subject matter, which must be
ultimately lead to issuance of a patent, or (b) deciding filed by no later than the issue date of the allowed
whether to abandon or appeal the application. application.

Application is not allowed. Application is allowed.

If no claims are allowed If at least some claims are

or indicated as being allowed or indicated as being

allowable, there are three allowable, there are five basic

basic options: (1) continue options: (1) appeal (not

to prosecute, (2) appeal, or usually recommended) for

(3) abandon. allowance of broader claims,

(2) continue to prosecute to
obtain broader claims, (3)
allow a patent to issue for the
allowed claims and stop, (4)
allow a patent to issue for the
allowed claims and file one or
more continuation applications
and/or divisional applications
to pursue additional subject
matter, or (5) abandon the
application if, for example,

it has been determined that
there is little or no market
demand for the invention.
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ll. BascRoseaution Srategy.
A Qeeting Broad Patent Sope Iskey.

Prosecution takes as much thought, diligence, and care as preparing the patent application. If not done properly, the
broad scope you envisioned and incorporated into the patent application could be forfeited. Careless prosecution, or
capitulation to an Examiner to merely obtain a patent, may spell disaster. During prosecution, do not limit claim scope
to only the exact embodiment you plan to manufacture because a competitor may be able to tweak the design and
circumvent the claims.

Sometimes obtaining broad scope is best done in steps, by taking allowable subject matter, obtaining a patent for it, and
then fling one or more continuation applications and/or divisional applicationsto pursue additional subject matter.

B Proseaution IsNot a“Negatiation.”

Prosecution is not, as some patent practitioners believe, a“negotiation” with an Examiner. Be professional, but fight to
obtain all of the permissible, valuable claim scope to which your application isentitled. Do not unnecessarily narrow
claims and leave valuable subject matter behind for competitorsto practice.

C Be Qganized and Thorough.

All responsesto an O ce Action should be carefuly prepared, well organized with headings and sub-headings, smple
to understand, and begin to place the application in condition for appeal, if appeal should become necessary. Some
practice tips:

+ Addresseach limitation not found in the cited prior art.
+ Do not characterize prior art more than isrequired to distinguish it from the pending claims.

+ Argue patentability on a claim-by-clam basisif one or more dependent claimsinclude non-obvious
limitationsthat are not in an independent claim.

+ For obviousnessrejections, do not automatically concede that the Examiner’s proposed
combination is proper. Explain why there isno motivation to combine disparate prior art
references. Look for teaching-away positionsin the prior art.

+ Becertain that the literal scope of the pending claimsis commensurate with the arguments
presented for patentability.

- If relevant, use annotated drawing fguresto plainly distinguish the structures of an embodiment of
the invention from the cited prior art.

+ Enter any necessary declarations under 35 CFR§ 1.132 to submit evidence in favor of patentability.
The evidence in adeclaration should distinguish the invention asrecited in the claimsfrom the
prior art cited by the Examiner. If the Bxaminer has established a prima facia case of obviousness,
the burden fallson the applicant to explain why the claimed invention is not obvious. Attorney
argument is not evidence.

D Examiner Interviews
A conference between an applicant (or the applicant’s attorney) and BExaminer can sometimes advance the prosecution
of apatent application by improving the understanding of specific issues. It isdesirable that the attorney or applicant

state in advance of the interview what issueswill be discussed by submitting a written, proposed amendment and/or
proposed topics of discussion. The interview may be in person or telephonic.
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IV Gndusion.

Patent prosecution can be alengthy and costly endeavor that should be undertaken with the goal of obtaining broad

patent scope.

Dave Rogersisaregigered petent atomey with over 0 yeersof experience. Hepradtices
petent, trademerk; trade searet and unfair competition law, induding: litigetion and arbitration;
trademerk oppositions canadlations and domein name disputes; preparing menufaduring and
tednd ogy aontradts; and petent and trademerk preparation and prosaaution.




