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Navigating the numerous changes under the America Invents Act (AIA) can be challenging. One of
the most significant changes — the adoption to a first to file system — requires inventors to more
carefully consider the timing of patent applications.

To take full advantage of the new regime, companies should be prepared to file “early and often.”

Under the ATA, a patent application will be denied based on prior art if “the claimed invention was
patented, described in a printed publication, or in public use, on sale, or otherwise available to the
public before the effective filing date of the claimed invention.” The provision expands the activities
and publications that are considered to be "prior art" to patent applications.

Nonetheless, there are several key exceptions. For instance, if the inventor or another who obtained
the subject matter from the inventor makes the disclosure, it is not considered prior art. In addition,
disclosures made by a third party for subject matter that had been previously publicly disclosed by
the inventor also fall under the exception. To qualify under the one-year grace period, these
disclosures must be made within one year prior to filing a patent application. The scope of these
exceptions remains to be determined. What if the invention was on sale privately but not “available
to the public?” Does that start the one year clock?

In light of the changes, it is advantageous to file a provisional patent application as soon as
practically possible. These patent applications are relatively low cost and require far less
documentation that a standard, non-provisional patent application.

After the initial filing, inventors should file additional provisional patent applications that reflect
improvements to the invention in the form of additional patentable subject matter. So long as a non-
provisional patent application is filed within one year, the disclosures can be combined into a single
filing.

In summary, filing early and often is the best way to prevent headaches down the road, including
subsequent and intervening disclosures. To discuss your particular invention, we encourage you to
contact one of our experienced patent attorneys for a free 30-minute consultation.

At Sheldon Mak & Anderson, we recognize that innovation is your competitive edge - and it
needs protection. Recognized as one of the country’s “Best Law Firms” by U.S. News and Best
Lawyers, our attorneys possess more than two decades of experience. Our full-service IP firm
provides local, regional, national, and international legal services in the following areas: patents,




trademarks, copyrights, trade secrets, IP litigation, international patent and trademark
prosecution, licensing, alternative dispute resolution, and green technology.

Contact our knowledgeable intellectual property attorneys today TOLL FREE at 1-855-UR
IDEAS (1-855-874-3327) or email us at tri@usip.com to find out how we can provide powerful
protection for your unique ideas.

We have offices conveniently located in Pasadena (626-796-4000, 100 Corson Street Third Floor,
Pasadena, CA 91103-3842); Ventura County (805-988-0876, 300 East Esplanade Drive, Suite
1200, Oxnard, CA 93030-1247; Riverside (951-787-7770, 5885 Brockton Avenue, Riverside, CA
92506-1863); Upland (909-946-3939, 222 N. Mountain Avenue, Suite 210, Upland, CA 91786-
5714); andOrange County (855-874-3327, 2102 Business Center Drive, Suite 130, Irvine, CA
92612-1001).




