@]
P
7p)
=
=~
A.
e
@)
@)
s
o]
<
o3|
R...._.w
AL
=)
N_m_
A.ﬂ
—
>
o=

Seriously Creative About Protecting Iveas



Keiretsu ForumNW - <o

2011 Patent -
IP Academy

By Kurt M. Rylander
November 30, 2011

§
\\\\\ \

Ut
/ﬁ/ O y ‘é \

Q
Y\
Q,\N‘ re'&\
g )
aa\‘% NS G ‘eﬁ\ \(\ds i Y
EI f

\&\(g\;\a N\ \0‘\\\\ Gﬂe@x eatc ;a’ i
§§§\\\‘\ “\ d

ani \\\\\\\% %,.8\&\\6 Q\\%‘\

\‘\’\\\Q‘l W
"\‘i\\\m’&\‘%\\\ g\%'g\\\\%‘ \\Qﬁ
\\\\'ﬁ\\\“‘“ EUQ’A\V% ‘J
\\Q\%&&.’i\\\\&\(\\\\
St

]\a \\\P’f‘

a A é
R AL
Somex

7/11/2012 (C) 2011. Rylander & Associates PC



SCOPE

e General Tips

o Patents & the New Patent Law
e Trademarks

o Copyrights

o Basic IP Chechlist

7/11/2012 (C) 2011. Rylander & Associates PC



Title Is Everything

Chain of Title

Where? Tricky
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NDA NDA NDA-NOT!

“WOI'h for Hil'e"—use those words
g

Automatic Assignment

— NOT “Duty to Assign”

_w hereby assigns”
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| ¥ These (lauses

EasytoSue Protection&  Taeth

* (Choice (x3) PEI'f.ECtI.()lI e Attorneys Fees
. Stipulated e Automatic Assignment . 1o Judement
arsonal e Work for Hire onsent 1o Judgmen
persond’ o Dutyto Assist e liquidated Damages
Jursdiction * Duty to Disclose Stioulated | bl
 Waiver of Service : * Olipulated irreparabie
(fProcecs . Nondlsclosqrg Harm
 Noncompetition
* Nonsolicitation (x3)
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« Patents $99959

* TMSSS
e Copyrights

)
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7/1

Costs Planning 2
Use Good Practices

v'Shareholder K

v’ Investor K

v Employee K
v'Vendor/Contractor K
v'Proprietary Control
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NERD CENTRAL




First to Flle not Invent Ambiguous Grace period

Tax strategies unpatentable Unintended Conse quences

BQ-S—t—M-Bd-e More Ways to Kill Patents

Kiss False Marking suits g00dbye
Broadening Pri()r USEI‘ Defense
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What IS a patent?

e|ntangible Personal Property
*Right to prevent

*Nnot aright to do
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Utility Patent

Plant Patent
Design Patent
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PATENTABILITY
o Utility
* Novelty
e Nonobviousness
e Tell Others How to Make and Use
e Definitive in Scope
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Prosecution

Patent
Labyrlnth
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of Patent
Applications .«
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1
<000 BPAIl's Backlog
20000
15000
10000
S000
0 m B 3
2005 2006 2007 2010 2011
[to-date )

From, Lawrence Higgins, Patently O, www.patentlyo.com (July 18, 2011)
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(LAIMS

Are Everythlng
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Ownership
inventors own jointly
Unless Assignment
But also Shop Right
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Divided Ownership Case

Consulting Agreement: “ideas,

Gellman v. Tellular Corp. discoveries, inventions shall be and
remain exclusive property” of
(2011) Lebowitz, and Contractor will

Original “execute any an all assignments
Inventor necessary”

MORDED Contractor

Inventor

BAD GUYS
(who then go get
license from Heirs)
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FOREIGN
PROTECTION

o P(T
o1 year
e 30 months

‘
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ENFORCEMENT
Go ahead, Make My Day

Who Owners and Exclusive Licensees

What Damages, Injunction

Where  Federal District Court, Court of Federal Claims,
International Trade Court

How Infringement
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® IMm

e [)3

e [njunctions

pound and Destroy

mages 2 “reasonable royalty”

» Bad egg Enhanced Damages
gatd  Bad egg Attorneys fees and costs

7/11/2012
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DEFENSES TO INFRINGEMENT

Not me Not infringing

Not you Invalidity or standing
Bad you Unenforceable

Ok, me Improved Prior User

...but a long time ago Defense



License-v-Assignment

Who can sue?

What do Investors want?
Succession, dissolution, etc.
Loss of control

Taxes



First to Flle not Invent Ambiguous Grace period

Tax strategies unpatentable Unintended Conse quences

BQ-S—t—M-Bd-e More Ways to Kill Patents

Kiss False Marking suits g00dbye
Broadening Pri()r USEI‘ Defense
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September 16 2011

e First Change: Increasing Fees $$$
» $trange Change:

—No tax planning patents (joining
nuclear weapons, burglary tools,
perpetual motion machines, and
potatoes)
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NO orace period
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less than 1 year prior to filing:

directly by inventor

Disclosure by one who obtained the disclosed directly or
indirectly from inventor

by the inventor of the subject matter

Public Disclosure by one who the subject matter disclosed
from inventor

Disclosure versus public disclosure?
Subject matter versus claimed invention?
Obtained directly or indirectly ?

7/11/2012 (C) 2011. Rylander & Associates PC 30




The Foreign Lack
of Grace



of False Marking “,. JIR
A SN ([
e Expired Patent Numbers OK

e “competitive injury”
o compensatory damages
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mNosy Nelghbor

- Provisions

e New ways to chaHenge patents
 New Post-Grant Review Procedures
e Expanded Pre-Grant 3rd Party Submissions
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VIRTUAL
MARKING

Constructive Notice

“Pat.”+ web address

(e.g.. “Pat. www.myco.com/patents”)

List patents by products and, preferably, date

7/11/2012 (C) 2011. Rylander & Associates PC 34
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rallure to Get an 0p|n|on

Not hel
a g ailnst you

Defense
E x panded

Best Mode Defense

EI|m|nated
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Uf\i nten C’ e'CI Consequences

e US patents are prior art effective as of foreign
filing date (regardless of whether published)

e Commonly owned patents not prior art for
novelty (does this mean not prior art at all—
can extend life by double patenting)

e Post Grant Review dead zone due to
inconsistent dates
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Source Identifiers

(apable of Distinguishing




Protectable=Capable of Distinguishing
The Spectrum of Protectability

Needs Acquired Distinctiveness

NOT shown by Secondary Meaning YES
GENERIC DESCRIPTIVE/SURNAMES SUGGESTIVE _
MODEM SHARP MICROSOFT KODAK  APPLE
WWW DIGITAL SILICON GRAPHICS VIAGRA LOTUS
E-MAIL WINDOWS NETSCAPE PROZAC SUN
Custom RV IBM
Interiors HYATT

MCDONALDS
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CHUG

VROOM
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Undressing Trade Dress
Overall Distinctive e

Appearance/lmpression
Product Packaging/Configuration

NOT needed for Functionality
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Most Common Trademark Related (laims

7/11/2012

Infringement

Unfair Competition
Dilution

Cybersquatting

Consumer Protection Act

(C) 2011. Rylander & Associates PC

Common law
State

Federal

State

44



7/1

Trademark Infringement Claim

rirst, Protectable vark
Second, Owned by You
ird, COnfusingly Similar
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OWNERSHIP

Trademark search

Don't lose the protectability
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BADWILL

Assigning trademark without goodwill.

e Assignment in Gross can

o Best practices:

—Expressly assign the goodwill with the mark

—Make ledger entries

7/11/2012 (C) 2011. Rylander & Associates PC 47



LICENSING
TRADEMARKS

Quality control

orovisions are KEY
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Registration

(
0/77/770/7 [3 W

Federal®
International/Foreign™

™
ey S
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FEDERAL REGISTRATION

o Prima Facieproof of Protectability & Ownership
* Recordable with U.S. Customs

o (anRecord Assignments to Perfect Interests
 But, Reep track of Maintenance Deadlines
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Insurance

* (GL policies often cover
“Advertising Injury”

* Specialty infringement and
abatement policies
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COPYRIGHT

“To © or Not To O,
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SOFTWARE

Register it. End of Story.

LOC hopelessly
out of date
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BASIC
P ChecRlist
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JAIl Contracts executed-WFH/AUT ASS
1Shareholder/Member

JVendor

JEmployees

dinvestor

Preferably, Clauses | '

JIP Clearance

JIP Filed

JIP Recorded

J1Trade Secrets Identified, Protected

7/11/2012 (C) 2011. Rylander & Associates PC
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TOP 10 MOST COMMON MISTAKES

10. Not Picking a Name you can grow with

Not perfecting title at the beginning

Not protecting IP early

Not pursuing copyright protection for software
Filing your own patent application

Not having a written corporate agreements

Not making a business plan

Using a late night invention promotion company
Giving up too soon

N Wbk e N0
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NUMBER 1 MOST COMMON

MISTAKE

1. Using an NDA incorrectly.
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