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| COMMERCE

By: Shana L. Olson T M

When it comes to proving use of marks in commerce,
perception by consumers is everything. If consumers o
perceive a mark as identifying only a particular ' ‘

component or feature of the goods in a specimen, the PTO
will likely refuse registration of the mark on the basis that
the specimen does not show the mark in use in connection
with the goods specified in the Statement of
Use/Amendment to Allege Use.

Read More

KING JAMES AND TACO TUESDAY

By: Shalonda G. Arnold

Every Tuesday, family, friends, and coworkers gather at restaurants across the globe for the
now-beloved “Taco Tuesday"; nothing says a good time like discount tacos and margarita
specials!

It turns out that one of basketball’s most beloved players, LeBron “King” James, is just like the
rest of us. He shares his love for the favored weekday with videos on his social media
celebrating Taco Tuesday nights with his family, friends, and the occasional celebrity guest.

Read More

gTLD SUNRISE PERIOD NOW
OPEN

By: Monica Riva Talley

As first reported in our December 2013 newsletter, the
first new generic top-level domains (gTLDs, the group of
letters after the "dot" in a domain name) have launched
their "Sunrise" registration periods. Please contact us or
see our December 2013 newsletter for information as to
what the Sunrise Period is, and how to become eligible to
register a domain name under one of the new gTLDs
during this period.

Read More
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PERCEPTION IS EVERYTHING: USE OF COMPONENT
MARKS IN COMMERCE

By: Shana L. Olson

When it comes to proving use of marks in commerce, perception by consumers is everything. If
consumers perceive a mark as identifying only a particular component or feature of the goods in
a specimen, the PTO will likely refuse registration of the mark on the basis that the specimen
does not show the mark in use in connection with the goods specified in the Statement of
Use/Amendment to Allege Use.

In a recent TTAB case, In re Ther-A-Pedic Associates, Inc., Applicant Ther-A-Pedic’s specimen
of use for the mark THERAFIT was refused as not showing the mark in use with the goods, “bed
sheets” in Class 24:

10QIICETTON SATEEN |

SHEET SET wifh Tl’]era technology

In the specimen, the mark is used as one of the larger phrases on packaging for THERAPEDIC
sheets — “with Therafit technology.” The Examining Attorney refused registration on the
grounds that THERAFIT is used as a component mark to identify a component or feature of the
| goods, not the goods themselves. The Applicant argued that the mark refers to the finished bed
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| sheets, since any components of the sheets (i.e., the elastic feature identified by the mark)
cannot be disassociated with the sheets, or otherwise sold separately. This argument was
unsuccessful, and the TTAB affirmed the refusal.

What lessons can be learned from this case? When filing for a mark, carefully consider how the
mark will be used — will it only identify a feature or component of the goods? If so, consider
ways to work around the issue before filing. Perhaps the component mark should be filed for
only the identified component of the goods; this could give the Registrant some future
flexibility, if the feature or component is useful in a different finished product than originally
anticipated. Another potential work-around is to revise the marketing plan for the goods so that
the proposed mark identifies the goods as a whole. In the case of the Therapedic sheets,
marketing the sheets as THERAFIT sheets (instead of THERAPEDIC sheets with Therafit
technology), or as THERAPEDIC THERAFIT SHEETS, may have a been a way to avoid the
component mark refusal.
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KING JAMES AND TACO TUESDAY

By: Shalonda G. Arnold

Every Tuesday, family, friends, and coworkers gather at restaurants across the globe for the
now-beloved “Taco Tuesday”; nothing says a good time like discount tacos and margarita
specials!

It turns out that one of basketball’s most beloved players, LeBron “King” James, is just like the
rest of us. He shares his love for the favored weekday with videos on his social media
celebrating Taco Tuesday nights with his family, friends, and the occasional celebrity guest.

In August of this year, James applied for a trademark for TACO TUESDAY in connection with
downloadable audio/visual works, advertising and marketing services, podcasting services, and
online entertainment services. News of the filing was met with mixed reactions, ranging from
excitement to cries of cultural appropriation. Mostly there were the typical articles and blog
posts criticizing James’ decision to file the application proclaiming that there is no way he could
succeed in registering a “widely used term” in everyday speech.

As predicted, the application received a Nonfinal Office Action on September 11, refusing
registration on the basis that TACO TUESDAY is a commonly-used slogan and does not
function as trademark. The Examining Attorney went on to state that consumers would not
view the mark as a source identifier but “as only conveying an informational message.” The
TMEP states that a mark is merely informational when consumers are accustomed to use of the
mark in everyday speech by a number of sources. In support of this refusal, the Examiner
provided evidence of the mark’s vast use.

Perhaps showing his PR prowess, James is now issuing statements explaining that receiving a
refusal was the purpose of his filing to begin with. A spokesman for James told ESPN's Dave
McMenamin that the application was filed "to ensure LeBron cannot be sued for any use of

r»

"Taco Tuesday'.

The refusal is being positioned as allowing James to proceed with new ventures while
protecting himself from litigious foes seeking big financial rewards in challenging his pursuits
off the court. It is an interesting strategy, and one James evidently sees as a preemptive strike
that will allow him to explore different ventures. James has until March 11, 2020 to respond to
the Office Action, should his trademark protection strategy change.



https://twitter.com/SterneKessler
https://www.linkedin.com/company/sternekessler/
http://e.sternekessler.com/rv/
http://e.sternekessler.com/rv/
http://www.sternekessler.com/
mailto:marketing@sternekessler.com
mailto:marketing@sternekessler.com?subject=OPT%20IN%20%E2%80%93%20Markit%20%20to%20Market&body=Hello%2C%20%0A%0APlease%20add%20me%20to%20the%20distribution%20list%20for%20MarkIt%20to%20Market.%20The%20information%20you%20requested%20is%20listed%20below.%20%0A%0AFirst%20%26%20Last%20Name%3A%20%0ACompany%3A%20%0ATitle%3A%20%0AEmail%3A
http://e.sternekessler.com/cff/5e613f4a9302d46725dcc63399bf28ec831b0524/
https://www.sternekessler.com/professionals/shalonda-g-arnold

The information contained in this newsletter is intended to convey general information only, and should
not be construed as a legal opinion or as legal advice. Sterne, Kessler, Goldstein & Fox P.L.L.C. disclaims
liability for any errors or omissions, and information in this newsletter is not guaranteed to be complete,
accurate, and updated. Please consult your own lawyer regarding any specific legal questions.

© 2019 Sterne, Kessler, Goldstein & Fox P.L.L.C

Click Here to opt-out of this communication

Technical Minds. Legal Muscle.



http://e.sternekessler.com/ro/

View Online

(V) Sterne Kessler

% STERNE KESSLER GOLDSTEIN & FOX

Marklit to Market®

September 2019

VISIT WEBSITE CONTACT US SUBSCRIBE FORWARD TO A FRIEND

gTLD SUNRISE PERIOD NOW OPEN

By: Monica Riva Talley

As first reported in our December 2013 newsletter, the first new generic top-level domains
(gTLDs, the group of letters after the "dot" in a domain name) have launched their "Sunrise"
registration periods. Please contact us or see our December 2013 newsletter for information as
to what the Sunrise period is, and how to become eligible to register a domain name under one
of the new gTLDs during this period.

As of September 30, 2019, ICANN lists a new Sunrise period as open for the following new
gTLD that may be of interest to our clients. A full list can be viewed here.

.madrid

ICANN maintains an up-to-date list of all open Sunrise periods here. This list also provides the
closing date of the Sunrise period. We will endeavor to provide information regarding new
gTLD launches via this monthly newsletter, but please refer to the list on ICANN's website for
the most up-to-date information — as the list of approved/launched domains can change daily.

Because new gTLD options will be coming on the market over the next year, brand owners
should review the list of new gTLDs (a full list can be found here) to identify those that are of
interest.
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