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Intellectual property rights and protection remain a vital sector for Chinese outbound investors.
Joanna Law stops off at some global IP hotspots
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o matter where you look in the world, it's a certainty that a

dispute is ongoing over someone’s intellectual property (IP).
The theft of ideas is nothing new, but just as important to those
investing abroad is knowledge of the legal system they are about
to move into, and what compliance is necessary to ensure their
company'’s valuable IP is protected in that jurisdiction.

With China outbound investment still on the increase, fore-
warned is forearmed on trademarks, patents, IP protection and
regulatory compliance. In Europe, the EU’s trademark reforms
are a hot issue, while a mistaken belief by Chinese companies
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Chinese companies are really well placed
to obtain patent protection in Europe
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that EU territories are unitary in the IP field is a common but
avoidable problem.

On the North American front, social media and online in-
fringements are creating major trademark challenges in the
US, while a Canadian Supreme Court’s leave to hear Astra
Zeneca's appeal in the AstraZeneca v Apotex case is on every-
one’s lips. The case revolves around the validity of an Astra-
Zeneca patent.

Asia-Pacific is brimming with issues as always, and in
Taiwan major IP problems exist in enforcing patent rights
before the courts. In Singapore, meanwhile, proposed changes
to the Registered Designs regime may enhance the ability of
companies to seek registrable protection over design features
of products. In Africa, reform is sporadic, with proposed and
amended laws in Nigeria and Kenya, respectively, a hot topic.
And in Latin America, Brazil is struggling with a backlog at
the Brazilian Patent and Trademark Office that is a major
problem for inbound foreign businesses. In regional blocs,
the following update highlights significant changes affecting
IP around the world.

Last year, the trademark reform package was a significant
development for all members of the EU. In April 2015, the
European Commission and the European Council reached an
agreement concerning the Community Trade Mark Regulation and
the Trade Marks Directive. On 15 December 2015, the European
Parliament officially approved the reform, which went into force
on 23 March 2016. The procedure for filing a trademark ap-
plication and the manner of designating goods and services will
undergo changes, and a new fee system will be introduced.

One fundamental change will be the terminology, with
Community Trade Marks to be called EU trademarks, and the
Office for Harmonization in the Internal Market to be called the
EU Intellectual Property Office.

With the new fee system, companies should note a reduction
in the official filing and renewal fees. Previously, claiming three
classes for the price of one was feasible, but the reform will alter
this. “The ratio is to discourage applicants filing trademarks in
three classes just for the sake of it,” says Alberto Giordano, in-
ternational affairs manager of Rapisardi Intellectual Property in
Milan. “The renewal fees will be substantially reduced and this is
certainly good news for TM owners.”

The classification of goods and services is another crucial
development, with stricter rules with retroactive effect. “Goods
and services for which protection is sought must from now on be
identified by the applicant with sufficient clarity and precision,”
says Benjamin Martin-Tardivat, a lawyer with trademark and
design expertise from Witetic Law Firm in Paris.

Chinese individuals or companies that hold an EU trademark
registration applied for prior to 22 June 2012, and that cover
the so called “heading text” in a certain class, need to verify
whether the listed goods or services cover their specific
interests, says Michiel Haegens, head of the trademarks and
designs department at V.0. Patents & Trademarks in The
Hague, Netherlands.

Paula Sailas, a partner and manager of trademark services at
Berggren in Helsinki, Finland, says the classification process may
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be complicated by the fact that the recent changes have caused
some uncertainty regarding classification, and that different
trademark bureaus and jurisdictions have varying practices in
handling cases.

And since the law now expressly provides that colours and
sound may constitute a valid trademark, it is also necessary to
carefully consider the new rules, says Giuseppe Sena, founder
and senior partner at Sena and Tarchini Law Firm in Milan.

Many legal practitioners are paying close attention to the
unitary patent. Aurélia Marie, a partner at Cabinet Beau de
Loménie in Paris, says a “totally new court and European patent
grant system” are being anticipated by 2017.

That the European and Chinese patent systems are similar
provides its advantages. “Chinese companies are really well
placed to obtain patent protection in Europe — moreso than
companies from many other countries around the world,” notes
David Robinson, a partner and European patent attorney at Marks
& Clerk in Manchester, UK.

However, while it is true that the legal system in the field of
intellectual property rights (IPR) is fairly advanced in the EU,
uncertainties remain.

“Given the number of changes made in these reforms,

Chinese companies should seek specialist advice on how their
existing rights, and their future rights, will be affected in the
EU,” says Jennifer Guild, a trademark lawyer at Ashfords in
Bristol, UK.

MEEEFRERPATFEFNONE, LREERRSHMERHNA
AHEFRS, REEZAFEATSMIESUANREFREIH
David Robinson .o

Founded in 1960 by Giuseppe Sena, Professor of
Intellectual Property Law at the University of Milan,
1s one of the most successful IP Law firms 1n Italy.
The firm boasts a group of attorneys all highly
specialised in Intellectual Property and related
matters, particularly in the areas of patents, trade
marks, copyright, industrial design, advertising,
competition and antitrust.

The firm zealously protects a wide variety of IP
interests of prominent domestic and foreign
companies, handling numerous litigations before
Italian and European Courts.

Given the global nature of Intellectual and Industrial
Property and in recognition of the firm's increasingly
international client base, the Firm has offices in
Paris in addition to Milan and provides its legal
services in Italian, English, French, and Spanish.
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The reality is that the markets, as well as trademark practice
and laws, may differ remarkably within the EU

between the different member states
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Existing uncertainties highlight the importance of due
diligence. Charlotte Crowhurst, a partner at Potter Clarkson in
Nottingham, UK, says Chinese companies entering the European
market often encounter issues relating to IP owned by other
companies. Prior to entering the European market, analysis
should be conducted so that the Chinese company is aware of any
third party IP that it may infringe.

A wrongly held belief by many Chinese companies that EU ter-
ritories are unitary when it comes to IP may also cause avoidable
problems. “The reality is that the markets, as well as trademark
practice and laws, may differ remarkably within the EU between
the different member states,” says Kaie Puur, European trademark
lawyer at RestMark Metida patent agency in Tallinn, Estonia.

“Statistics show that the majority still originates from China,”
says Holger Stratmann, a partner and expert in IP litigation at
Hoffmann Eitle in Munich. “It is essential for Chinese manu-
facturers and exporters alike to take appropriate steps before
entering the European market to prevent their products from
being detained and — subsequently — destroyed.”

The EU comprises 28 countries, each with its own national
trademark regulations, in addition to the unitary system.
Therefore, while it is important to understand what brands
and registrations a business owns, Leigh Martin, a partner at
Clarion Solicitors in Leeds, UK, says it is crucial to learn in
which countries there has been trademark use, and in which EU
countries a freedom-to-operate opinion may be wise to obtain
before expanding a business there.

In Russia, the increasing recovery of court expenses is a major
factor that Chinese companies should note. Dmitry Markanov, a
partner at Patentus in Moscow, says the courts used to substantially
reduce the claimed legal fees of the winning party with no expla-
nation. “Now the trend is that the litigation expenses are usually
recovered in full, or in a major part. This allows for the more effective
protection of rights which is good for proprietors,” he says.

In Italy, the IP fiscal regime aims to provide a tax incentive to
any company that develops and commercializes IPR and products
in the country. The Patent Box regime is an optional system that
provides tax relief on revenue generated from products covered by
IPR. “Such an optional system aims to attract intangible assets
currently held abroad, supporting the maintenance and/or devel-
opment of intangible assets in Italy and supporting investment
in R&D activities in Italy,” says Julia Holden, a senior partner at
Trevisan & Cuonzo in Milan.

This year, a key change in Italy is expected when the Trade
Secrets Directive comes into effect. The target of the directive is
to “harmonize the existing diverging national laws on protection
against the misappropriation of trade secrets, so that companies
can exploit and share their trade secrets with privileged business
partners across the internal market,” says Giovanni Guglielmetti,
a partner at Bonelli Erede Pappalardo in Milan.
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From 28 April 2016, the UK government will extend the term
limitation on copyright protection for industrially exploited artistic
works. The copyright term for such items is 25 years, different from
the general copyright term, which is the life of the author plus 70
years. “As a result, items that previously would not infringe copyright
for being out of copyright will do so if no licence is obtained,” says
Gregory Bacon, a senior associate at Bristows in London.

What Chinese companies must pay attention to is that unlike
China, there is no obligation to register copyright in the UK.
“We would strongly recommend that Chinese companies ask for
details of both registered and unregistered IP rights to be fully
disclosed as part of the due diligence process,” says Alasdair
Poore, a partner and head of IP at Mills & Reeve in Norwich, UK.

Portugal completed legal procedures last year for ratification
of the Unified Patent Court (UPC) Agreement. The advantages
of the UPC are debatable, and some EU countries refused to
ratify this agreement. Still, it is advisable that Chinese companies
follow closely the developments of its implementation in Portugal,
and generally in the EU, since it is likely to have a major impact in
patent litigation, says Jodo Gongalves de Assuncdo, an IP lawyer
at Abreu & Associados in Armadas.

In addition, it should be noted that the PPH (Patent Prosecution
Highway) agreement between Portugal and China, which began in
January 2014, is still in force and is valid until 31 December 2018.
“Under this agreement, the applicant of a patent request has the
right to accelerate the decision process in any of the institutes
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involved — [the INPI (Portuguese Industrial Property Institute) and
SIPO (State Intellectual Property Office)] — provided that at least
one of the claims presented has been considered as patentable
by the institute involved in the bilateral agreement,” says Patricia
Rodrigues, a lawyer at Raul Cesar Ferreira in Lisbon.

In Spain, a new Patent Law was approved in July 2015 and
scheduled to come into effect on 1 April 2017. Currently, more than
90% of applicants opted not to have their applications subjected
to substantive examination. The new law envisages one granting
procedure and examination is compulsory. Enric Carbonell, a partner
at ABG Patentes in Madrid, says the objective of this reform is “to
facilitate the rapid grant of strong titles by Spanish inventors, the
main users of the system, as more than 95% of the patents granted
via the national route are of Spanish origin”.

On 11 March 2015, Zimbabwe became part of the Madrid
Protocol, one of two treaties comprising the Madrid System for
international registration of trademarks. Under the protocol,
individuals or businesses can be ensured protection for their
marks in multiple countries through the filing of one application
with a single office, in one language, with one set of fees, in one
currency. “The system simplifies the subsequent management
of the mark, since it is possible to record further changes or to
renew the registration through a single procedural step. As both
Zimbabwe and China are members, this applies,” says Alec Muza,
a partner at MawereSibanda in Zimbabwe.

Meanwhile, in Nigeria, lawmakers are fighting over the
proposed IPCOM Bill (the Industrial Property Bill, 2006). The bill
seeks to harmonize the various agencies involved in IPR protec-
tion and administration, and it is anticipated that the bill will be
passed into law this year. Major IP problems exist in Nigeria, says
Nkem Isiozor, an associate at Jackson Etti & Edu in Lagos state,
including: poor record keeping systems; archaic IP laws; instabil-
ity at leadership level at the Trademark, Patents and Designs
Registry; and bureaucratic bottlenecks at the registry.

There is also inadequate or practically non-existent govern-
ment monitoring of IPR in Nigeria, says Okey Onyekanma, a
partner of Inns Law Firm in Abuja. “It is more or less the respon-
sibility of an IPR owner to keep surveillance over its IP rights to
avoid infringement and other abuses,” he says.

In Kenya, proposed amendments to the Copyright Act were
published in January, with provisions that define the scope of liability
of internet service providers (ISPs) for copyright infringing material
transmitted through digital platforms. However, while the proposed
amendments protect ISPs from wrongful take-down of content, it
is unclear what an ISP’s role would be when a counter notice is
issued in response to a valid take-down notice, says Shem Otanga,
a principal associate at Anjarwalla & Khanna Advocates in Nairobi.

Anne Kiunuhe, a partner and head of IP at the same firm, says
Kenya is also facing a lack of statutory protection for trade secrets
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and novel business models. “It is recommended for commercial
innovators who come up with innovative ideas for business to
prepare and enter into non-compete, confidentiality and non-
disclosure agreements with any commercial entities that they
disclose their innovations with,” she says.

Joseph Mueller, a partner at WilmerHale in Boston, says
courts in the US continue to refine their approach on structur-
ing remedies for patent infringement. “The development of the
law in this area is important to all companies that have direct
or indirect engagement with the US,” he says. For innovative
companies, strong patent remedies can help protect their in-
vestments in R&D. For imitative companies, strong remedies
can mean higher exposure and greater risk arising from selling
potentially infringing products.

Meanwhile, many legal experts agree that social media and
online infringement create major trademark challenges in the
US. “Trademark owners face a complicated situation online
because they must balance the need for an online presence,
and the benefits of having their brands discussed by consumers,
with the need to control the use of the brands and stop
confusing and infringing uses of their trademarks,” says Brett
Heavner, an attorney at Finnegan Henderson Farabow Garrett &
Dunner in Washington DC.
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In Canada, the Supreme Court on 10 March 2016 granted
leave to hear AstraZeneca's appeal in AstraZeneca v Apotex.
The patent at issue relates to esomeprazole, which is being
marketed by AstraZeneca under the trade name Nexium.
Central to the appeal is the promise doctrine. “This is very
exciting in light of the inconsistency in the Canadian courts’
application of the promise doctrine. We hope the Supreme
Court will provide guidance on how the patent’s promised
utility should be construed, and on the application of the
sound prediction test,” says Junyi Chen, an associate at Deeth
Williams Wall in Toronto.

Recent key changes that have surfaced in the IP field relate
to provisions in the Trans Pacific Partnership (TPP) Agreement,
where impacts on pharmaceutical patents and digital innovation
are expected.

“The TPP Agreement is likely to increase rights and obligations
outlined in the World Trade Organization Agreement on Trade-
Related Aspects of Intellectual Property Rights (TRIPS),” says
Laura Moreno Sosa, a trademark lawyer at Moeller IP Advisors in
Buenos Aires.

In Brazil, Marcello Do Nascimento, a partner at David Do Nas-
cimento in Sao Paulo, says the backlog at the Brazilian Patent
and Trademark Office is a major problem. “We have faced several
situations where the local distributor or importer of our client
has filed the trademark application in Brazil prior to the client,
causing the necessity of proceeding with complex oppositions
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and significant further delay in obtaining the registration in our
country,” he says.

In Mexico, since the Mexican Industrial Property Law (IPL)
does not provide a trademark opposition system, a bill to
implement one is being discussed in the Congress. Regarding
entrance to the TPP, many relevant changes are expected in the
IPL. “Some of the most relevant changes will be related to geo-
graphical indications, which noe will be protected in our country,
the possibility to register collective and certification, as well as
non-conventional trademarks regarding sounds and scents,” says
Daniel Sanchez, a partner at Olivares in San Angel.

A notable change in Argentina’s legal system in connection
with the opposition system is Law No. 27.222, published on
23 December 2015. Diego Palacio, an attorney at Palacio &
Asociados in Buenos Aires, says that under the new law, appli-
cants must submit evidence to the Trademark Office before the
one-year term from notification of the opposition is due.

A bill is also pending on changes to the law on Industrial
Design, which is still under discussion at the national congress.

Gonzalo Barreda, a partner at BRDA Abogados in Lima, says
infringements continue to be an issue in Peru. People’s lack of
awareness of IPR is also a problem. “Our advice to potential
clients from China would be that, if Peru could be an important
country for their business, they need to register their IPR and
also request a vigilance service in order to protect their IP in our
country,” he says.

In Taiwan, major IP problems exist in enforcing patent rights
before the IP court, says C F Tsai, founder of Deep & Far attor-
neys-at-law in Taipei. “The patentee needs to carefully prepare
the evidence, either in respect of the accused product, or in the
claim construction, or safeguarding the validity, or ascertaining
the financial power of the accused infringer.”

Lawyers warn that Taiwan is neither a signatory to the PCT, nor
a member of the Madrid Protocol. With the absence of both, ap-
plicants therefore need to launch their Taiwan filing at an earlier
stage of their global filing agenda. “Time control is important,”
says Frank Liu, a senior partner at Saint Island International Patent
& Law Offices in Taipei. Malaysia is poised to join the Madrid
Protocol and is amending its laws for compliance with the TPPA.
“IPR is an area where the TPPA is expected to meet this objective
of harmonization in order to meet international standards,” says
Jyeshta Mahendran, a partner at Shearn Delamore & Co in Kuala
Lumpur. “Malaysia will expect to see some changes to its existing
IP laws in order to conform to the TPPA provisions once the TPPA
is ratified.” In particular, “a simultaneous increase in official fees
would not be unexpected”, says Chris Hemingway, director and
patent attorney at Marks & Clerk in Kuala Lumpur.

In Singapore, the Ministry of Law and the Intellectual Property
Office of Singapore are in the midst of reviewing changes to
the Registered Designs regime. Stanley Lai, SC, a partner and
head of IP at Allen & Gledhill, says proposed changes include
allowing colour to be specified in the application as one feature
of a novel design. “The changes potentially enhance the ability
of companies, including Chinese companies, to seek registrable
protection over design features of products,” he says.

Daniel Poh, a partner at Marks & Clerk’s Singapore office, says
Chinese applicants should be aware of Singapore customs enforce-
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ment. Currently, customs enforcement of suspected IPR-infringing
goods is limited to trademark and copyright infringements, and
does not extend to patent infringement. “Chinese companies who
may wish to rely on this enforcement procedure should consider
all aspects of the IPR protection in Singapore in order to maximize
the effectiveness of customs enforcement,” he says.

When considering the Australian market, it is crucial for
a Chinese entrant to consider adopting an English-language
trademark that appeals locally, says Mark Robert, a partner at
Davies Collison Cave in Melbourne. “A mark that is a simple
transliteration of a Chinese mark, or that conveys a theme that
is positively received in China, may very well not be the most
suitable mark in Australia,” he says.

The Australian Copyright Act was amended in 2015. A rights
holder is now entitled to ask the court to block access to online
locations outside Australia, where the online location infringes.
“There are cases already being brought to test the boundaries
and efficacy of the new injunctive relief referred to above, and
this area will develop quickly,” says Eli Fisher, a lawyer at Banki
Haddock Fiora in Sydney. There have also been some legisla-
tive changes made to the Australian Customs seizure regime in
recent years, allowing Australian Customs to seize items that are

allegedly infringing an IP owner's ‘
p i

copyright or trademark. [l
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